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REMARKS 

Claims 1-3 and 5-17 are pending and stand ready for further 
action on the merits. Support for the amendment to claim 1 can be 
found in cancelled claim 4 and in the description on page 26, lines 
H-12 of the present specification. No new matter has been added 
by way of the above - amendment . 

Issues Under u.s.C. S11? 

Claims 1-17 are rejected under 35 U.S.C. §112, f irst and 
second paragraphs. 

Applicants respectfully traverse each of the rejections. 
Specifically, the Examiner is objecting to the amendment to 
claim 1, which recites an "emulsion layer" (see line 7). The 
Examiner finds that there is insufficient written description 
support in the specification for this term such that the recitation 
of this term adds "new matter- to the disclosure. Also, the 
Examiner finds that the present specification does not describe the 
metes and bounds of this term rendering this term indefinite. 

in response, Applicants respectfully submit that there is 
sufficient description in the specification of an "emulsion layer. - 
The Examiner's attention is directed to the disclosure from page 
150, line 11 to page 154, line 14 and at page 163, line 21. 
specifically, the "emulsion layer- of claim 1 is defined as being 
the layer in which the silver halide emulsion is formed. At page 
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163, line 21, the specification indicates that the "emulsion layer- 
is an image forming layer. Also, the preparatory method for 
obtaining the sliver halide emulsion is described at page 150, line 
11 to page 154, line 14. 

Accordingly, the present inventors were in possession of the 
heat-developable i m age recording ma terial uprising a binder in an 
"emulsion layer" as defined in present claim !, at the instant 
Priority date. As such , withdrawal of ^ rejection ^ ^ 
U.S.C. §112, fi rst paragraph is respectfully requested. 

Also, the metes and bounds of the "emulsion layer" of claim 1 
is sufficiently set forth to satisfy the requirements of 35 U.S.C. 
§112, second paragraph. As such, withdrawal of the rejection under 
35 U.S.C. §112, second paragraph is respectfully requested. 

The following rejections are pending: 

(1) claims 1-6 are rejected under 35 USC 102(b) or under 35 
USC 103(a) as being unpatentable over European Patent 
0911691 Al (EP '691) ; and 

(2) claims 7-17 are rejected under 35 USC 103(a) as being 

unpatentable over EP *69i k^*-^ 

*v e>y±, Kato, Harrmg et al. - USP 

5, 637, 449 and EP 1 764 . 
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Applicants respectfully traverse each of the rejections. 

The Examiner indicates that the outstanding issue with 
respect to the patentability of the present invention over the 
cited prior art is whether the latex taught in EP . 691 contains 
halide ions in a concentration such that the halogen ion 
content of not more than 100 ppm, as presently claimed. The 
Examiner has taken the position that the latex taught in EP 
'691 would inherently have a halogen ion content of not more 
than 100 ppm as presently claimed, since the goal of EP '691 is 

to reduce the "ionic conductivity" of the polymer latex. EP 
'691 teaches that the ionic conductivity of the polymer latex 

is from 0.05 to 2.5 mS/cm. m order to obtain this reduced 

ionic conductivity, EP '691 purifies the latex with dialysis 

ion exchange resin or ultra filtration. 

in order to further distinguish the present invention from 
EP '691, Applicants have amended claim 1 to recite that the 
polymer latex is "not subjected to purification through a 
desalting step." As noted in the first paragraph on page 26 of 
the present specification, the "desalting step" is defined to 
include purification with a dialysis membrane and purification 
with an ion exchange resin. Accordingly, the inventive claims 
do not include a polymer latex which has been purified with a 
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an ion exchange resin as is required 



As noted in the second full paragraph on page 4 of the 
present specification, JP-A-ll-129629 (a patent in the same 
patent family as EP -691), the present inventors have found 
that the purification of latex with a dialysis membrane has a 
deleterious effect on the latex. This method disadvantageous ly 
tends to be accompanied with degradation of the coating 
property owing to the aggregation of latex as the latex is 
purified. m Applicants' May 2, 2003 Amendment, Applicants 
argued that the method of purification is important. 
Specifically, Applicants argued as follows: 

As noted therein, EP -691 (and JP -629) use dialvsi^ 

tL Pm V\ y / h : latSX - ThS Present -venters have fou^d that 
the method of purifying a latex using a dialysis meXanf 
has the disadvantage of degrading thl coating pro^Hue 

be seenTn e9 the° n ^ ™ S delete -°" effect can 
oe seen m the experiments described in the present 
specification. The following table contains datHhich 
correspond to the data of Table 1 found on page 174 of Jhe 
present specification. y the 



Sample 
No 


Binder f 


or Image Forming 
Layer 


Coating 
Property 


Image 
Preservability 


102 


Species 


Halogen Ion 
Content (ppm) i 






103 


RP-1 


1,000 


B 


0.144 




RP-2 


550 


C 


0.033 



As described in the first paragraph on page 172 the 
difference between samples 102 and 103 is that sample r03 
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was prepared by purifying the latex of sample 102 using 
dialysis. Accordingly, there is a marked reduction in the 
halogen ion content which results in improved image 
preservability of the heat -developable image recording 
material. However, the coating property is 
disadvantageous ly reduced. 

The advantage of the present invention is that the 
image preservability of the heat -developable image 
recording material is improved without a concurrent 
reduction in the coating property. This combination of 
properties is neither taught nor suggested by the prior 
art. 

In response to the above -arguments, the Examiner has 
maintained the rejection based on the following position: 

the statement of the improvement of the image 
preservabiity and the coating property is based on the 
counsel's assertion. Counsel's arguments cannot take the 
place of evidence. In re Greenfield, 571 F.2d 1185, 197 
USPQ 227 (CCPA 1978) . 



In response, Applicants respectfully submit that there is no 
requirement that the assertion of unexpected results be made by a 
skilled artisan, when the evidence in the specification is of such 
a nature that the skilled artisan would reach this conclusion. 
Support for this position can be found in In re Soni, 34 USPQ2d 
1684 (C.A.Fed. 1995). In Soni, the Examiner maintained an 
obviousness rejection without considering the evidence of 
unexpected results in the specification in spite of Applicants' 
attorney's assertion that the evidence was unexpected based on the 
cited references. The court stated: 
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[consistent with the rule that all evidence of 
unobviousness must be considered when assessing 
patentability, the PTO must consider comparative data in 
the specification in determining whether the claimed 
invention provides unexpected results. ... Here, Soni - s 
specification contains more than mere argument or 
conclusory statements; it contains specific data 
indicating improved properties. 

The court went on to emphasize that Soni owed the PTO a duty of 
candor in filing the application, and as such, the evidence in the 
specification should be taken into consideration by the Examiner 
when reviewing prior art references under the obviousness standard. 

Accordingly, Applicants respectfully request that the Examiner 
reviews the evidence in the specification in light of the Soni. 
Applicants respectfully submit that when the Examiner considers the 
evidence of the specification, the Examiner will find that a 
skilled artisan would reasonably conclude that the evidence in the 
specification is unexpected. 

Furthermore, the Examiner states on page 6, lines 8-12 of the 
Office Action as follows: 

...these results would have been found expected by the 
worker of ordinary skill in the art. The applicants are 
referred to page 28; Table 1 wherein the latex prepared 
by separation function polymer treatment improves 
photographic properties such as fog, sensitivity and 
image stability. 

In response, Applicants respectfully submit that the present 
inventors do not use ultra filtration, ion exchange resin and 
dialysis for purification of the polymer latex as required by EP 
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'691. m one embodiment, the present inventors maintain the halogen 
ion content in the polymer latex to such a low level by controlling 
the kind and amount of additives used in the preparation of the 
polymer latex. Particularly, additives which contain a halogen ion 
are preferably used in a small amount or are used after 
purification, see page 26, second full paragraph. The record is 
clear that the use of ultra filtration, ion exchange resin and 
dialysis for purification of the polymer latex as described in 
Table 1 on page 28 of EP '691 is inadequate. 

First, Applicants have shown that the ultra filtration method 
is insufficient for reducing the halogen ion content in the polymer 
latex to below 100 ppm in the Declaration attached to the May 2, 
2003 Amendment. Second, the ion exchange method and dialysis method 
are: a) excluded from the inventive claims; and b) described as 
resulting in disadvantageous aggregation of the polymer latex by 
the present inventors at page 26, first full paragraph of the 
specification. Accordingly, significant patentable distinctions 
exist between the teachings of EP '691 and the present invention. 

The Examiner, aware of the deficiencies of EP '691, cites 
Kato, Marring et al . and EP '764 in order to cure those 
deficiencies. Applicants respectfully submit that none of Kato, 
Harring et al . and EP -764 cure the deficiencies of EP '691, since 
these secondary references fail to teach or suggest a method of 
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purifying the polymer latex to have a halogen ion content of not 

more than 100 ppm without a desalting step, as presently claimed. 
As the MPEP directs, all the claim limitations must be taught 

or suggested by the prior art to establish a pri^a facie case of 

obviousness. See MPEP §2143.03. 

Since the cited references fail to teach or fairly suggest a 
method of purifying the polymer latex to have a halogen ion content 
of not more than 100 ppm without a desalting step, a pri^a facie 
case of obviousness cannot be said to exist. Accordingly, 
withdrawal of the rejections are respectfully requested. 

Conclusion 

In view of the above amendments and comments, Applicants 
respectfully submit that the claims are in condition for allowance. 
However, in the event the Examiner finds to the contrary, Applicants 
respectfully request that this Amendment be entered into the 
official record for placing the claims in better form for appeal . 

If the Examiner has any questions concerning this application, 
he is requested to contact Garth M. Dahlen, Ph.D. (#43,575) at the 
offices of Birch, Stewart, Kolasch & Birch, LLP. 

If necessary, the Commissioner is hereby authorized in this, 
concurrent, and future replies, to charge payment or credit any 
overpayment to Deposit Account No. 02-2448 for any additional fees 



16 



required under 37 C.F.R 1 ic m- i n -. , 

■r.R. ss i.ib or 1.17; particularly, 

time fees. 
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extension of 



Respectfully submitted, 

BIRCH, STEWART, KOLASCH & BIRCH, LLP 
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